The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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Appel  ant requests that we reconsi der our decision dated
February 28, 2001. 1In this decision we reversed the rejection
of claimb54 under 35 U.S.C. § 103 over Bl akley in view of

Lottes et al. or Hattori and affirmed the rejection of claim
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54 under 35 U.S.C. 8 112, first paragraph, for failing to
provi de an adequate witten description and enabling
di scl osure of the claimed invention. Appellant challenges our
affirmation of the rejection of claim54 under 35 U S.C. 8§
112.

As noted by our reviewing court in Enzo v. Cal gene, 188
F.3d 1362, 1371, 52 USP2d 1129, 1135, we have held that a
pat ent specification conplies with the statute even if a
"reasonabl e" anobunt of routine experinentation is required in
order to practice a clainmed invention, but that such
experinmentation nust not be "undue." See, e.g., In re Wands,
858 F.2d 731, 736-37, 8 USPQ2d 1400, 1404 ("Enablenment is not
precl uded by the necessity for sone experinentation
However, experinentation needed to practice the invention nust
not be undue experinentation. The key word is 'undue,’' not
"experinentation'.")(footnotes, citations, and internal
guotation marks omtted). In Wands, we set forth a nunber of
factors which a court may consider in determ ning whether a
di scl osure woul d require undue experinentation. These factors

were set forth as follows: (1) the quantity of experinmentation
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necessary, (2) the anpunt of direction or guidance presented,
(3) the presence or absence of working exanples, (4) the
nature of the invention, (5) the state of the prior art, (6)
the relative skill of those in the art, (7) the predictability
or unpredictability of the art, and (8) the breadth of the
clainms. 1d. at 737, 8 USPQ2d at 1404. W have al so noted
that all of the factors need not be reviewed when determ ning

whet her a disclosure is enabling. See Anmgen, Inc. v. Chugai
Pharm Co., Ltd., 927 F.2d 1200, 1213, 18 USPQd 1016, 1027
(Fed. Gr. 1991) (noting that the Wands factors "are

illustrative, not mandatory. What is relevant depends on the
facts.").

Appel I ant traverses our findings that: (1) the
specification is devoid of any working exanpl es or guidance
whi ch woul d provide details needed for one of ordinary skil
in the art to practice an invention directed to the specific
feature clainmed of transmtting caller identification
information during a silent interval of a call waiting cycle

and (2) the state of the prior art is such that the skilled
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arti san cannot be charged with the know edge thereof.?

On page 2 of the request for rehearing, Appellant
chal | enges our findings on the state of the prior art. For
the first time, Appellant presents Bellcore Comruni cations
Research Techni cal Reference TR-TSY-000031, |ssue 1, dated
June 1986 for consideration (hereinafter Bellcore ‘031,
1986)2.  Appellant also directs attention to Bel
Communi cati ons Research Techni cal Reference TR-TSY-000030,
| ssue 1, dated Novenber 1988 (hereinafter Bellcore ‘030)
originally made of record during prosecution. Appellant
argues that recently discovered passages in the above
references clearly provide details that woul d enabl e one
skilled in the art to performthe step of “transmitting DN
information to a busy called station after a call waiting tone
is applied for an incomng call receiving call waiting
treatment” as recited in claimb54. Appellant specifically

directs our attention to page 1, section 1.1, second

'See page 14 of the decision dated February 28, 2001.

Bel | Communi cati ons Research Techni cal Reference TR- TSY-
000031, Issue 2, dated June 1988 was made of record during
prosecuti on.
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par agr aph, of Bellcore ‘030 and to page 1, section 1.3, second
par agr aph; page 3, section 3.1.1.2., first paragraph; page 11
section 3.8, first and second paragraphs; and page 14, section

3.10, first and second paragraphs, of Bellcore ‘031, 1986.

Bell core ‘030 is “Bellcore’s view of proposed generic
requi renents for SPCS Custoner Prem se Equi prent Data
Interface.”® Section 1.1, page 1, acknow edges that while it
is possible to send data when Custonmer Prem se Equi pnent (CPE)
is in an off-hook or an on-hook condition, “in an off-hook
state, additional conplexities arise regarding interrupting an
exi sting voice conversation during data transm ssion.” This
section also notes that “[t] hese conplexities are beyond the
scope of this docunent, so the off-hook case is not addressed
herein.” W find that these passages do not provide any
details which would show that the skilled artisan had
necessary details needed on how to nmake and use an invention
whi ch requires transm ssion of caller identification data

during an off-hook state. This passage, in fact, inplies that

3See page iii of the reference.
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there were conplex problens with transm ssion of data on a
busy line still existing as of 1988, but provide no evidence
that a solution had been found.

We turn next to Bellcore ‘031, 1986 which represents
“Bellcore’s view of the generic requirenments for CLASS
Feature: Calling Nunber Delivery.”* The above cited passages
make clear that as of 1986, Bellcore viewed one requirenent of
Calling Nunber Delivery (CND) to be transm ssion of a calling
party’s DNto a called party with Call WAiting service while
that called party was busy on another call. Section 3.8,

I nteractions, presents Bellcore’ s recommendati on of how this
woul d be acconplished. The alerting tone of the Call Wiiting
cycle would be used as an indication to the CPE of the called
party that an incom ng data nessage would follow. The calling
party DN would then be transmtted during the silent interval
after the alerting tone. However, this same section takes
note of a problemwth this procedure.

“The standard Call Waiting tone . . . . which is machine

readable (i.e., it could be detected by the CPE), may not

be satisfactory for this purpose. However, because of
its fairly short duration and because it consists of a

“‘See page ii of the reference.
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single frequency that is in a common portion of the voice
band, the standard Call Waiting tone can probably be
easily sinulated by voice or noise. Therefore a CPE
designed to disable its transmtter upon receipt of this
tone mght inadvertently deactivate the transm ssion path
when handl i ng nornmal speech.”

The reader is then directed to TR-TSY-000030 for further

details.® W find that Bellcore in this 1986 docunent

recommended that caller identification data be transmtted to

a busy called station during a silent interval of the cal

wai ting cycle but also found a problemw th technol ogy

existing at that tinme. The skilled artisan is not told howto

nodi fy the alerting

tone of standard call waiting so that voice or noise of nornal
speech woul d not be confused with it. Therefore, no solution
to this problemis provided.

Bell core’s TR-TSY-000031, Issue 2, dated June 1988,
repl aced the 1986 version di scussed above. Page 1, section

1.3, second paragraph; page 3, section 3.1.1.2., first

*The current version of TR-TSY-000030 on record is dated
1988 and thus could not be the docunent to which the 1986
version of TR-TSY-000031 refers the reader. The 1988 version
of TR-TSY-000030 repl aces a 1984 version of that docunent.
However, the 1984 version is unavail abl e.
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par agr aph; page 11, section 3.8, first and second paragraphs;
and page 14, section 3.10, first and second paragraphs, stil
exi st in the 1988 version. However, these sections state
unequi vocal ly that “transm ssion of CND data fromthe

term nating SPCS to the CPE shoul d never take place while the
CND custoner is in an off-hook state [italics original].”® W
find the 1988 version of TR-TSY-000031 evidence that the

probl ens noted in the 1986 version of that docunment had not
yet been sol ved.

In sum we find the docunents as a whol e provide a view
of features Bellcore desired to be a part of a Call Waiting
service. However, these docunents al so detail a problem
associated wth inplenenting the particular feature of
transmtting caller identification data to the busy |ine of
called party and make clear that a solution to the probl em had
not been found. These docunents then constitute little nore

than an invitation to try and find a solution to the problem

®SPCS i s an acronym for Stored Program Control System
Both the originating, or caller, and the term nating, or
call ed party, Custoner Prem se Equi pnment (CPE) each have SPCS
associ ated therew th.
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On page 3 of the request for rehearing, Appellant
chal | enges our findings on the failure to include working
exanples in his specification. He asserts that “every detai
needed to practice the clained invention need not be explained
in the specification because ‘what is general and conventi onal
knowl edge in the art is read into the specification.”

However, as discussed above, the docunents presented by
Appel I ant provide no details on how to overcone the probl em of
transmtting caller identification to a caller with Cal
Waiting who is at that tinme engaged i n another phone call.
Thus, we find the knowl edge needed to overcone this problemis
not general or conventional and the details should have been
included in the specification. It would therefore have

requi red undue experinentation to nake and use the invention.
Thus, we find that the Exam ner had a reasonable basis for

guestioning the adequacy of Appellant’s disclosure.
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In view of the foregoing, Appellant’s request for
reconsi deration is denied as to maki ng any change in our
deci si on.

DENI ED

ERROL A. KRASS )
Adm ni strative Patent Judge

BOARD OF PATENT
JERRY SM TH

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES

M CHAEL R FLEM NG
Adm ni strative Patent Judge
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